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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 
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8) D Claim(s) are subject to restriction and/or election requirement. 
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9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

No double patenting was found between the instant application and application no. 10/773,340 
because the polymer in 10/773,340 has an extra carbon atom between the sulfonate oxygen and the R1- 
R3 groups and it does not have the ester monomer. Additionally, the claim in 10/773,340 has been 
amended to exclude hydrogen. 

Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. This application currently names joint inventors. In considering patentability of the claims under 
35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was commonly 
owned at the time any inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor and invention dates of 
each claim that was not commonly owned at the time a later invention was made in order for the 
examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

3. Claims 1,3-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sasaki et al., 
publication no. US 2003/0054117 2003/0232277 filed 25 April 2003. 

In claim 6 Sasaki teaches a positive photoresist composition comprising a polymer A2 having the 
same sulfonate monomer as claimed in formula 1a of the instant application. As stated in claims 6 and 9 
the polymer has a sulfonate monomer of formula (I') shown below and at least one monomer having 
formulas (II') or (IV), both are shown below. Formula (II') is the same as formula 3b in claims 3 and 4 of 
the instant application and Formula IV meets the limitations of formula 4a in claims 5 and 6 of the instant 
application. 
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Formula (I 1 ) is the same as the sulfonate monomer in claim 1 when L' and L are single bonds and 
Rt is defined in section 137 as having acid labile groups. 

A positive resist coaaposahoii comprising: 
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Rt represents an alky! group, as alicydic alky! group, 
L f represent a single bond or an oxygen stem* 
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Claim 11 teaches the polymer A2 contains an alpha trihalogenated acrylate ester shown in 
section 180 as having CF3 alpha substitution where R46 in claim 7 of the instant application is an acid 
labile methyl adamantly group as shown below. This monomer meets the limitations of claims 7 and 8 in 
the instant application. 



The polymer is used with a photoacid generator and a solvent to form a chemically amplified 
positive resist composition as in claim 9. As shown in Table II-2 the composition comprises a basic 
compound and claim 18 states it may have a dissolution inhibitor as in claims 10-12. Claim 12 teaches 
the weight average mol. wt. is 3,000 to 30,000 which is in the range claimed in claim 1 of the instant 
application. 

The process of forming a pattern is disclosed in sections 350-351 and are coating the resist on a 
substrate, heating, exposing the resist to 157 nm using an F2 laser beam, heating and developing as in 
claims 13 and 14. 

Sasaki teaches the second monomer in formula 1a of the instant application having formula j(IV> 
shown below, however, it teaches the monomer is used in making polymer A1 not polymer A2. X is an 
acid labile group. 



Thus, Sasaki does not teach the polymer A2 has the second monomer in formula 1a of the 
instant application. 



•:•:•:•:•:•:•:•:•:!•:•:•:•:•:•:•:!: 
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It would have been obvious to one of ordinary skill in the art to use the monomer IVA in polymer 
A2 with a reasonable expectation of obtaining a polymer for a positive resist composition because 
monomer IVA has an acid labile group, as do other monomers in polymer A2, and it is well known in the 
art that a polymer for a positive resist has acid labile groups so as to make the composition more soluble 
in aqueous alkaline developer by removal of the acid labile groups by the acid generated during exposure 
of the photoacid generating agent. 

4. Claims 1,9,10,13,14 are rejected under 35 U.S.C. 103(a) as being obvious over Kishimura et al. 
publication no. US 2004/0029035 A1 in view of Oberlander et al. patent no. 6,844,131 . 

The Kishimura applied reference has a common inventor with the instant application. Based 
upon the earlier effective U.S. filing date of the reference, it constitutes prior art only under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 CFR 1 .132 
that any invention disclosed but not claimed in the reference was derived from the inventor of this 
application and is thus not an invention "by another"; (2) a showing of a date of invention for the claimed 
subject matter of the application which corresponds to subject matter disclosed but not claimed in the 
reference, prior to the effective U.S. filing date of the reference under 37 CFR 1.131; or (3) an oath or 
declaration under 37 CFR 1.130 stating that the application and reference are currently owned by the 
same party and that the inventor named in the application is the prior inventor under 35 U.S.C. 104, 
together with a terminal disclaimer in accordance with 37 CFR 1.321(c). This rejection might also be 
overcome by showing that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection 
under 35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 

As shown in sections 40-42 Kishimura teaches a polymer having the following monomers where 
R2 is an acid labile group. The polymer is used in a chemically amplified photoresist composition 
comprising the polymer, a photoacid generator and solvent. The composition is used in a patterning 
method of claims 13 and 14 where the exposure source is an F2 excimer laser (sections 1 19-122). 
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The polymer meets the limitations of polymer 1b in claim 1 of the instant application except 
chemical formula 4, above, is a styrene monomer not a phenyl acrylate as in the instant application. 

In col. 7, lines 55-61 Oberlander teaches a polymer having a phenyl chromophore may be either 

Cfti£) 

a styrene or a phenyl ^crylate. 

Thus, it would have been obvious to one of ordinary skill in the art to use a phenyl acrylate 
monomer, rather than a styrene monomer, in the polymer of Kishimura with a reasonable expectation of 
obtaining a polymer for a positive resist composition because Oberlander teaches they are equivalent 
chromophores in the art. 



Allowable Subject Matter 

5. Claim 2 is objected to as being dependent upon a rejected base claim, but would be allowable if 
rewritten in independent form including all of the limitations of the base claim and any intervening claims. 
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6. The following is a statement of reasons for the indication of allowable subject matter: The prior 
art does not anticipate or make obvious a polymer having the sulfonate monomers in claim 2 and the 
ester monomer of formulas 1a or 1b. 



7. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Rosemary E. Ashton whose telephone number is 571-272-1326. The examiner can 
normally be reached on Mon-Fri, 11:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Cynthia Kelly can be reached on 571-272-1526. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). 

Rosemary E. Ashton 
Primary Examiner 
Art Unit 1752 



May 30, 2005 



ROSEMARY ASHTON 
PRIMARY EXAMINER 



